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REMARKS 

aaims 1 -30 cuire«fly remain in the appUcatioau Claims 8. 20 and 24 have been amended. 
Applicants respectfuUy request reconsideration in view of the preceding amendments and 
foUo'wing temaiks. 

AppUcants thank the Examiner for the courtesy extended during Ae telephonic interview 
vith AppUcants' representative on December 7, 2004. During this interview, low level light 
ranges as recited in the claims were discussed. 

Claims 8. 20 and 24 have been amended to correct typographical errors in accordance 
with the Examiner's request No new matter has been added. 

Applicants gratefoUy acknowledge indication of allowabiUty of claims 7. 8. 12-14 and 
27, but believe all pending claims to be aUowable. 

KMcctions y ri/f^r 35 U.S.C. j J 03 
Claims 24-26 and 28-30 are rejected under 35 U.S.C. 103(a) as being obvious in view of 
US Patent No. 6,205.244 Bl to Bawolek et al. (referred to herein as 'Bawolek'). 

Claims 1-6. 9, 11, 15-17, 19. 20, 22 and 23 are rejected under 35 U.S.C. l03Ca) as being 
obviousoverBawolekinviewofUSPatentApplicationNo.US.2001/0156194AltoSugiuraet 

al.(ref«redtohereinas-Sugiura'). AppUcants respectfully traverse the obviousness r^ections. 

The Office Action dated September 15, 2004 acknowledges that neither Bawolek or 
Sugiurateachihe Ught range recited in independent claims 1, 20 and 24. The Office Action 
asserts that it would have been obvious to modify Bawolek and Sugiura to use the Ught ranges as 
^ted in the independent claims. AppUcante respectfuUy disagree: the proposed modification is 
not ob\dous. 

The Office Actionpoints to AppUcants' Specification (page 7) to support obviousness. 
AppUcants opposelhis use of the Spedficatioruthei^geprovidedby in the Specificati^ 

to allowable Ught ranges suitable for use with ihe claimed invention, not tb« prior ^. CaUbrat^on 
devices of the present invention aie suitable for use with low Ught level imaging systems, which 
typically en^loy light levels below the threshold of human vision. These Ught ranges are not 
suitable for use with Bawoldc and Sugiura. and the discussion on page 7 of the AppUcants' 
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Specification (which describes liie inventioji, not the prior art) is not an admission that these 
ranges are readily useable by Hie prior art to achieve the present invention. 

Bawolek and Sugiura do not remotely suggest light ranges as claimed. Bawolek and 
Sugiura both caUbrate at - or above - ambient light levels. Normal LEDs (Bawolek) each emit a 
radiance with about 5*10" photons/second/centimeter squared/steradian, the light bulbs 5 
in Sugiura each emit about 5* lO" photons/second/oentimeter squared/steradian. Light ranges of 
the prior art and the present invention are not readily interchangeable. 

The light ranges as claimed would not work in the systems taught by Bawolek and 
Sugiura, and these systems cannot be extended to simultaneously remain flinctional and render 
the present invention unpatentable. More specifically. Sugiura's system includes an illumination 
light source 5 that illuminates a test chart 1 and a hole 2 in the test chart 1 (see paragraphs 78 and 
82) such that a camera 6 can take a ftilly lit image of the test chart 1 and caUbration Ught source 
4 in hole 2. A calibration Ught source 4 of Sugiura with an emission as claimed would not be 
detectable in the system of Sugiura, especially with the Ught sources 5 on (about S'lO'** 
photons/second/ centimeter squared/steradian each). The Ught sources 5 would overpower the 
caUbration Ught source 4 and render it undetectable, and Hius the system of Sugiura would not 
work (if the camera cannot detect Ught source 4, there can be no calibration). Further, cameras 
sensitive enough to detect light ranges as claimed would saturate immediately with the Ught 
sources 5. " Th^ nrnnnsed mnHificarion can n ot renriar the prior fftt. imsatisfaytpry for its iatex}^ 
EjjTEOse" (MPEP 2143,01). Bawolek has similar non-extendable differences in Ught range and 
thus cannot be used to practice Ught ranges as recited without becoming inoperable. Thus, both 
systems taught by Bawolek and Sugiura would become inoperable if they used the Ught ranges 
as recited, and cannot be used to render the present invention as obvious. 

Therefore, Applicant respectfuUy submits that Bawolek and Sugiura, either alone or in 
combination, do not teach or suggest independent claims 1, 20 and 24, and that the independent 
claims are aUowable. 

Claims 2-6, 9, 11, 15-17, 19, 22-26 and 28-30 each depend tither direcUy or hxdirectiy 
fiom independent claims'l, 20 and 24 and are patentable over Bawolek and Sugiura for at least 
tiie reasons set forth above with respect to the independent claims. 
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Claim 10 is rejected under 35 U^.C. 103(a) as being obvious over Bawolek and Sugiura 
in further view of US Patent No. 6,642,953 Bl toNieto Velasco etal. (referred to herein as 
•Nieto Velasco')- 

Claixns 18 and 21 are rejected under 35 U.S,C. 103(a) as being obvious over Bawolek and 
Sugiuia in further view of US Patent AppUcation No. US-200 1/00285 10 to Ramm et al. (lefehed 
to herein as *Ramm'). 

aaims 10, 1 8 and 21 each depend either directly or indirectly from independent daims 1 
and 20 and are patentable over the art of record for at least the reasons set forOi above witii 
respect to the independent claims. 

Based on the foregoing, all pending claims are allowable over the art of record. 

Withdrawal of the rejections of under 35 U.S.C. § 103(a) are therefore respectfiilly 
requested. 



Applicants believe that all pending claims are allowable and respectfully requests a 
Notice of Allowance for this application from the Examiner. Should the Examiner beUeve ftat a 
telephone conference would expedite the prosecution of this application, the undersigned can be 
reached at the telephone number set out below. 

Applicants hereby petition for an extension of time which may be required to maintain 
the poidency of this case, and any required fee for such extension or any further fee required in 
connection with the filing of this Response is to be charged to Deposit Account No. 50-0388 
(Order No. XENOP007). 

Respectfully submitted, 
BEYER WEAVER & THOMAS, LLP 




William J. Plut 

Limited Recognition under 37 C.F.R.§10.9(b) 

P.O. Box 778 

Berkeley, CA 94704-0778 

650-961-8300 
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BEFORE THE OFFICE OF ENROLLMENT AND DISCIPLINE 
UNITED STATES PATENT AND TRADEMARK OFFICE 



LIMITED RECOGNITION UNDER 37 CFR § 10.9(b) 



WiUiam Phrt is hereby given limited recognition under 37 CFR § 10.9(b) as an employee of the 
Beyer Weaver & Thomas, LLP law finn to prepare and prosecixte patent applications -wherein the 
patent appHcant is the cUent of the Beyer Weaver & Thomas, LLP law firm, and the attorney or 
agent of record in the applications is a registered practitioner who is a member of the Beyer Weaver 
& Thomas, LLP law firm. This limited recognition shall e:^irB on the date appearing below, or 
when whiticver of the foUowing events first occurs prior to the date appearing below: (i) William 
Phrt ceases to lawfully reside in the United States, (ii) William Pluf s employment with the Beyer 
Weaver & Thomas, LLP law firm ceases or is terminated, or (iii) William Phit ceases to remain or 
reside in the United States on an TN visa. 

This document constitutes proof of such recognition. The original of this document is on file in the 
Office of Enrollment and Discqiline of the United States Patent and Trademaric Office. 
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Expires: April 21, 2005 




HanyLMoitz ^ 
Director of Enrollment and Discipline 



